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DETAILED ACTION 
Pending Claims 
Claims 1-24 and 26 are pending. 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on June 10, 2008 has been entered. 

Declarations Under 37 CFR 1.131 

2. The declarations filed on June 10, 2007 under 37 CFR 1.131 are sufficient to overcome 
the Dubertret et al. (Pub. No.: US 2004/0033345) reference. 

Response to Amendment 

3. The objection to claim 26 has been overcome by amendment. 

4. The rejection of claims 1-5, 14, 15, and 18 under 35 U.S.C. 102(e) as being anticipated 
by Dubertret et al. (Pub. No.: US 2004/0033345) has been overcome by the declarations filed 
under 37 CFR 1.131. 
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Previously Indicated Allowable Subject Matter 

5. The indicated allowability of claims 6-10 is withdrawn in view of the newly discovered 
reference(s) to Kambe et al. (US 2002/0192476) and Baglin et al. (US 2003/0035887). 
Rejections based on the newly cited reference(s) follow. 



Claim Rejections - 35 USC § 102 
6. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, be lore the in\ anion thereof by the applicant for a patent. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another tiled in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application tiled in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 



The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 
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7. Claims 1 1 and 12 are rejected under 35 U.S.C. 102(a) as being anticipated by Billancia et 
al. (entry A7 on the IDS dated 02/07/2005). 

Regarding claims 11 and 12 , Billancia et al. disclose: (11) a polymeric compound 
comprising a pyridine ligand substituted with a poly(ethylene glycol) component comprising at 
least 2 ethylene glycol monomers, said poly(ethylene glycol) component coupled to said pyridine 
ligand with one of an ether and an amine linkage, and said terminus comprising a functional 
group moiety selected from hydroxyl, alkyl, alkoxy, carboxylate, thymine, ammonium salt and 
substituted ammonium salt moieties (column 1 ; Figure 1 ); and (12) wherein the PEG comprises 
up to about 100 ethylene glycol monomers (column 1; Figure 1). 

Note: the claim does not explicitly call for a single pyridine moiety at the terminal of the 
polymeric compound. Furthermore, the claim does not explicitly call for direct coupling of the 
pyridine ligand to the poly(ethylene glycol). Hence, the claim is satisfied by: the ter-pyridine 
ligand directly coupled to the PEG; or a terminal pyridine ligand (part of the ter-pyridine) 
indirectly coupled to the PEG. 

8. Claims 1-3 and 20 are rejected under 35 U.S.C. 102(e) as being anticipated by Kambe et 
al. (US 2002/0192476). 

Resardins claims 1-3 , Kambe et al. disclose: (1) a composite (paragraphs 0080-0082) 
comprising a metallic nanoparticulate substrate component (paragraph 0119) and a polymeric 
ligand component (paragraphs 0080-0082), said ligand component comprising a nitrogenous 
coupling moiety coupling said ligand component and said substrate component (paragraph 
0110); (2) wherein said substrate comprises a nanoparticle selected from CdSe, CdS, CdTe, ZnS, 
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ZnSe, Co and combinations thereof (paragraph 01 14); and (3) wherein said nitrogenous moiety is 
selected from amino, pyridinyl and aminopyridinyl moieties (paragraphs 0010 & 01 14); 

Regarding claim 20 , Kambe et al. disclose: (20) a method of using ligand solubility to 
disperse a nanoparticulate substrate, said method comprising: providing a composite comprising 
a nanoparticulate substrate and a first ligand component (paragraph 0075); and contacting said 
composite with a second ligand component (paragraph 0076), said second ligand component in a 
liquid medium (paragraph 0076), said second ligand component comprising a nitrogenous 
coupling moeity and at least partially soluble in said medium (paragraphs 0076 & 01 10), said 
contact with said second ligand component displacing said first ligand component and dispersing 
said nanoparticulate substrate in said medium (paragraphs 0075-0076). 

Claim Rejections - 35 USC §103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 6-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Billancia et al. 
in view of Baglin et al. (US 2003/0035887). 

Regarding claims 6-9 , Billancia et al. disclose: (6) an emissive nanoparticle composite 
comprising a nanoparticle and an ethylene glycol ligand component, said component comprising 
a nitrogenous coupling terminus selected from pyridinyl and aminopyridinyl moieties (column 1; 
Figure 1), said nitrogenous coupling terminus coupling said ligand component and said 
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nanoparticle (column 1; Figure 1); (7) wherein said ligand component comprises poly(ethylene 
glycol) having a molecular weight of about 200 to about 5,000 (column 1, Figure 1); (8) wherein 
said ligand component comprises about 2 to about 20 ethylene glycol monomers (column 1 ; 
Figure 1); and (9) wherein said ethylene glycol component has a terminus comprising a 
functional group moiety selected from hydroxy, alkyl, alkoxy, carboxylate, thymine, ammonium 
salt and substituted ammonium salt moieties (column 1; Figure 1). 

Billancia et al. disclose the use of Pd or CdS nanoparticles; hence, they fail to explicitly 
disclose: (6) an emissive nanoparticle composite comprising a CdSe nanoparticle. 

Baglin et al. also disclose the functional ization of nanoparticles (see Abstract), wherein 
CdSe and CdS are used interchangeably (see paragraph 0020). This teaching demonstrates that 
both CdSe and CdS are recognized in the art as suitable metal-based nanoparticles used for 
functionalization. In light of this, it has been found that the selection of known material based on 
its suitability for its intended use supports a prima facie obviousness determination - see MPEP 
2144.07. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to use CdSe nanoparticles in the composite particle of Billancia et al. because the 
teachings of Baglin et al. demonstrate that both CdSe and CdS are recognized in the art as 
suitable metal-based nanoparticles used for functionalization. 



1 1 . Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kambe et al. (US 
2002/0192476) in view of Baglin et al. (US 2003/0035887). 
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Regarding claim 21 , the teachings of Kambe et al. are as set forth above and incorporated 
herein. They disclose the use of metal, metalloid, and metal/metalloid sulfide (see paragraph 
0073); however, they fail to explicitly disclose: (21) wherein said substrate comprises a 
nanoparticle selected from CdSe, CdS, CdTe, ZnS, ZnSe, Co and combinations thereof. 

Baglin et al. also disclose the functionalization of nanoparticles (see Abstract), wherein 
CdS is used as a representative metal salt. They also disclose that CdSe and CdS are used 
interchangeably (see paragraph 0020). This teaching demonstrates that both CdS and CdSe are 
recognized in the art as suitable metal-based nanoparticles used for functionalization. In light of 
this, it has been found that the selection of known material based on its suitability for its intended 
use supports a prima facie obviousness determination - see MPEP 2144.07. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to use CdS or CdSe nanoparticles in the composite particle of Kambe et al. because the 
teachings of Baglin et al. demonstrate that both CdS and CdSe are recognized in the art as 
suitable metal-based nanoparticles used for functionalization. 

Allowable Subject Matter 

12. Claims 14-19 are allowed. 

13. Claims 4, 5, 10, 13, 22-24, and 26 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 
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Communication 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael J. Feely whose telephone number is (571)272-1086. The 
examiner can normally be reached on M-F 8:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Y. Pyon can be reached on 571-272-1498. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Michael J Feely/ 

Primary Examiner, Art Unit 1796 



June 21, 2008 



